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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 08/12/05 has been entered. 

This office paper is responsive to the amendment accompanying the foregoing RCE. The 
applicants have overcome the 35 USC 112 rejection. Refer to the abovementioned amendment 
for substance of applicant's rebuttal arguments. However^ the present claims stand rejected as all 
the double patenting rejections and the 35 USC 103 rejection are herein maintained for the 
reasons of record. Moreover, additional art rejections are also presented infra. Thus, the instant 
application is again rejected as seen hereinbelow: 

Election/Restrictions 

1. This application contains claims 15-23, 32 and 34-35 drawn to an invention nonelected 
with traverse in Paper No.. 12/05/03. A complete reply to this rejection must include cancellation 
of nonelected claims or other appropriate action. 

2. Cancellation of claims 3, 6, 14, 24 and 33 is acknowledged. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-2, 5, 10-1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kweon et al 2002/0071990. 

The applied reference has common inventors with the instant appKcation. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive conq^ound. 
As to claims 1 and 10: 

Kweon et al disclose a positive active material for a rechargeable battery including a core 
and a surface treatment layer thereon (ABSTRACT/SECTION 0046); the core includes at least 
one lithiated compound and the surface treatment layer includes at least one coating material 
selected from the group consisting of coating element included-hydroxides, oxyhydroxides, 
oxycarbonates, hydrooxycarbonates and any mixture thereof (ABSTRACT/SECTION 0046). 
Kweon et al disclose that the coating material may have amorphous or crystalline form 
(SECTIONS 0046, 0128, 0153/ CLAIM 5); and amorphous Al-hydroxide (SECTION 0128, 
0150,0152). 
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In particular, Kweon et al disclose the use of coating element from the group of Mg, Al, 
Co, K, Na, Ca, Si, Ti, V, Sn, Ge, Ga, B, As, Zr (SECTION 0047/CLAIM 4). In addition to that, 
Kweon et al disclose the content of the coating element of the coating material is preferably 
0.001 to 2 wt % (SECTION 0047, 0077). 
On the matter of 2 and 1 1 : 

Kweon et al disclose the lithiated conpound may be (SECTIONS 0049-0054): 

; [plW9]: : ;!J'hc cqrc iri^^^ kitist onV^iiih 
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In reference to claim 5 and 13: 

As to the method limitation, i.e. the additive compound being prepared by the specific 
drying and temperature treatment (heat treatment), it is noted that a method Umitation 
incorporated into a product claim does not patentable distinguish the product because what is 
given patentably consideration is the product itself and not the manner in which the product was 
made. Therefore, the patentability of a product is independent of how it was made. 

Consequently, the claims are anticipated. 
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5, Claims 1-2, 5, 10-1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kweon et al 2003/0003352. 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive compound. 
As to claims 1 and 10: 

Kweon et al disclose a positive active material for a rechargeable battery including a 
positive active material layer and a surface treatment layer thereon (ABSTRACT/CLAIM 1); the 
core includes at least one lithiated compound and the surface treatment layer includes at least one 
coating material selected from the group consisting of coating element included-hydroxides, 
oxyhydroxides, oxycarbonates, hydrooxycarbonates and any mixture thereof (ABSTRACT/ 
CLAIM 1). Kweon et al disclose that the coating material may have amorphous or crystalline 
form (SECTION 0037/CLAIM 8). 

In particular, Kweon et al disclose the use of coating element from the group of Mg, Al, 
Co, K, Na, Ca, Si, Ti, V, Sn, Ge, Ga, B, As, Zr (CLAIM 3). In addition to that, Kweon et al 
disclose that the concentration of the coating element is at or between 0. 1-20 wt% of the coating 
solution (SECTION 0035). 
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On the matter of 2 and 11: 

Kweon et al disclose the lithiated compound may be (CLAIM 2): 



: ; : ; SM: is one: clement selected fr om • the: ^6tp bpnsisH^ pf Al, • 
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In reference to claim 5 and 13: 

As to the method limitation, i.e. the additive compound being prepared by the specific 
drying and temperature treatment (heat treatment), it is noted that a method limitation 
incorporated into a product claim does not patentable distinguish the product because what is 
given patentably consideration is the product itself and not the manner in which the product was 
made. Therefore, the patentability of a product is independent of how it was made. 

Hence, the claims are anticipated. 
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6, Claims 1-2, 5, 10-1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kweon etal 6753111. 

The applied reference has common inventors with the instant application. Based upon 
the earher effective U.S. fiHng date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

The present claims are drawn to a positive active material conposition wherein the 
disclosed inventive concept comprises the specific additive compound. 
As to claims 1 and 10: 

Kweon et al disclose a positive active material for a rechargeable battery including a 
positive active material comprising a core and a surface treatment layer thereon (ABSTRACT/ 
CLAIM 1); the core includes at least one lithiated compound and the surface treatment layer 
includes at least one coating material selected from the group consisting of coating element 
included-hydroxides, oxyhydroxides, oxycarbonates, hydrooxycarbonates and any mixture 
thereof (ABSTRACT/CLAIM 1, 12, 15). Kweon et al disclose that the coating material have a 
crystalline form (COL 7, lines 21-35). Kweon et al disclose the specific coating material being 
Al-hydroxide (CLAIM 12). 

In particular, Kweon et al disclose the use of coating element from the group of Mg, Al, 
Co, K, Na, Ca, Si, Ti, V, Ge, Ga, B, As, Zr (CLAIM 3). In addition to that, Kweon et al disclose 



Application/Control Number: 10/092,300 Page 8 

Art Unit: 1745 

that the content of the coating element is 0.001-1 wt% based on the weight of the positive active 
material (CLAIM 5). 
On the matter of 2 and 1 1 : 

Kweon et al disclose the lithiated compound may be (CLAIM 2): 

- : • wiicrciii ; the; litiiiatcjd; : sH.Wl>f^A*iK' : at ; i<iai>t: one '. .o6iVrjx>u n d 





• : • sen Uf d; t»5v Ihe : f 












■x::(3k 








-x:x(:*>- 








: : : : 


















yyyyy^^ 






•x-x<?*>: 
•: : :ao> 


:■:•:^•:•:-:•:■^'!^?^^^*^^^'^ 






xotn); 


: : : : : : : 0,95:^ :x s 1 A^P = y = «-.5>0;^ z ^ P;S,o,« = 

•. M' .i$/Ni or Xi'6;.^^^^•. 








X : X ; M* '.-'is-: at; '■ : PA9 : 9l9i?ociil : selected 
coii s isting : tVf Ai^. Ni, ^ Co, ^ Cr, f ♦ e; ; M^g 3 


troni 


, Sc, 




::::X;X;:c^,;:pt;:Nc^^^ 


. H o, i 




ryj»;Yb,; 


: X ; M - : at: Icatsl : one : cJerncnt: sclecicd : '■ frbfiv : ibe : group; 
:tx)bsLst iiig of Al> : Cr, Ma, : l^c, Mg, : S r; Y, Sc, ^ Y,: La; C&,; 

X 

.^^^^•.^Ac.^Th.^a^Kl.Pa.^^^^^^^^•.^^^^•:•:•:•:•:•:•:•:•:■■•:•^ 


; > : X : A seicc ted fixim ; ihe ^ group^ cohsisii njj^ 

•:•:■:•&«<]■:•. 


of 





; X : X X : is. selected from : the; ^ jiroup ^ c<-)iu5isii ii^ of Fi ; S : a rid; l\x X 



In reference to claim 5 and 13: 

As to the method limitation, i.e. the additive compound being prepared by the specific 
drying and temperature treatment (heat treatment) y it is noted that a method Umitation 
incorporated into a product claim does not patentable distinguish the product because what is 
given patentably consideration is the product itself and not the manner in which the product was 
made. Therefore, the patentability of a product is independent of how it was made. 

As a result, the claims are anticipated. 
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7. Claims 1-2, 5, 10-1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kweon et al 6797435. 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C, 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

The present claims are drawn to a positive active material con5)osition wherein the 
disclosed inventive concept conqDrises the specific additive conq)ound. 
As to claims 1 and 10: 

Kweon et al disclose a positive active material for a rechargeable battery including a 
positive active material comprising a core and a surface treatment layer thereon (ABSTRACT/ 
CLAIM 1); the core includes at least one lithiated conpound and the surface treatment layer 
includes at least one coating material selected from the group consisting of coating element 
included-hydroxides, oxyhydroxides, oxycarbonates, hydrooxycarbonates and any mixture 
thereof (ABSTRACT/CLAIM 1). Kweon et al disclose that the coating material may have an 
amorphous or crystalline form (COL 7, lines 13-18). 

In particular, Kweon et al disclose the use of coating element from the group of Mg, Al, 
Co, K, Na, Ca, Si, Ti, V, Ge, Ga, B, As, Zr (ABSTRACT/CLAIM 1). In addition to that, Kweon 
et al disclose that the content of the coating element is 0. 1-5 wt% based on the weight of the 
positive active material (COL 5, lines 50-59). 
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On the matter of 2 and 11: 

Kweon et al disclose the lithiated compound may be (CLAIM 2): 
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In reference to claim 5 and 13: 

As to the method limitation, i.e. the additive compound being prepared by the specific 
drying and temperature treatment (heat treatment), it is noted that a method limitation 
incorporated into a product claim does not patentable distinguish the product because what is 
given patentably consideration is the product itself and not the manner in which the product was 
made. Therefore, the patentability of a product is independent of how it was made. 

For this reason, the claims are anticipated. 
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Claim Rejections - 35 USC§ 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 1-2, 5, 10-11 and 13 and 38-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Amatucci et al 5705291 in view of the Japanese publication JP 09-171813 
(hereinafter referred to as ''theJP*813 publicatiori'). 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive compound. 
In reference to claims 1 and 10: 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising a borate, lithiated borate, aluminate, lithiated aluminate, silicate, 
lithiated silicate or mixture thereof (ABSTRACT). It is also disclosed that the lithiated 
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intercalation conpound is coated with coating compositions comprising boron oxide, boric acid, 
lithium hydroxide , aluminum oxide, lithium aluminate, hthium metaborate, silicon dioxide, 



lithium silicate or mixtures thereof (CLAIMS 1 and 61 COL 2, lines 5-25). It is noted that such 



coating compositions represent additive compounds, that is, compounds added to, included to or 
incorporated into the positive active material. 



It is disclosed that such additive compound can be added in an amount ranging from 0.4 
to 1 .0 % by weight (EXAMPLES 1 -3V In particular, EXAMPLE 3 shows the addition of 0.4 % 



of the borate powder (EXAMPLE 3) (^emphasis added). 
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It is disclosed that the coating composition has either a glassy or crvstaUine form (COL 4, 
lines 13-17); in particular, the borate is amorphous (EXAMPLE 1). 
In reference to claims 2 and 1 1 : 



Amatucci et al teach the use of LiCo02, LiNi02 and Lii+xMn204 (COL 1, line 38-42). 



EXAMPLES 1-3 illustrates the specific use of LiMn204 (EXAMPLES 1-3). 
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In reference to claim and 10: 

Amatucci et al shows with sufficient specificity the use of H3BO3 and/or B2O3 compounds 
among others. Amatucci et al also disclose the use of composition conprising a borate, lithiated 
borate, aluminate, lithiated aluminate, silicate, lithiated silicate or mixture thereof 
(ABSTRACT). It is also disclosed that the lithiated intercalation compound is coated with 
coating compositions comprising boron oxide, boric acid, lithium hydroxide, aluminum oxide, 
lithium aluminate, lithium metaborate, silicon dioxide, lithium silicate or mixtures thereof 
(CLAIMS 1 and 6/ COL 2, lines 5-25). 

In this respect, it is noted that EXAMPLE 3 shows the use ofBiO j. and LiOH-H90 to 
obtain a fine lithiated powder (EXAMPLE 3 or COL 5, lines 25-45). Thus, it is contended that a 
secondary product of such mixture combination of BiOs and LiOH-H20 can be a hydroxide of 
boron. 

In reference to claims 5 and 13: 

As to the method limitation, i.e. the additive compound being prepared by the specific 
drying and temperature treatment (heat treatment), it is noted that a method limitation 
incorporated into a product claim does not patentable distinguish the product because what is 
given patentably consideration is the product itself and not the manner in which the product was 
made. Therefore, the patentability of a product is independent of how it was made. 

Moreover. Amatucci et al disclose the process of annealing the material at a temperature 
in the excess of about 400 ""C preferably in the range of about 500-800 °C (COL 2. lines 19-29). 
Hence, it is contended that at these temperatures, the drying of liquid necessarily occurs unless 
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the liquid has an evaporation point higher than 800 Nevertheless, the claim language is 
silent as to the specific chemical composition of the liquid subjected to the drying step. 
As to claim 38: 

It is disclosed that positive electrode composition is associated with a current collector 
member all together (COL 2, lines 60-67). 

Amatucci et ar291 disclose a coated positive electrode according to the foregoing 
aspects. However, the preceding prior art fails to expressly disclose the specific thermal 
absorbent material; the additive conpound not including lithium and not coating with the 
additive conq^ound. 

With respect to claims L 3. 10 and 36-37: 

The JP'813 pubUcation discloses a positive electrode active material including an 
inorganic material (ABSTRACT). In particular, the JP'813 publication discloses an active 
material comprising a lithiated compound and aluminum hydroxide (SECTION 0019-0021). It is 
noted that aluminum hydroxide is a thermal absorbent element. 
As to claims 2,11: 

The JP'813 pubUcation teaches the use of lithium multiple oxides such as LiCo02, 
LiNi02, LixNiyCo 1 -y02 and LiMn204 (SECTION 0024). 
Concerning claims 38-39: 

The JP'813 pubUcation teaches the mixing of the lithiated compound and the aluminum 
hydroxide upon formation thereof and having deposited the composite material on the electrode 
support (SECTION 0020) including forming a composite slurry which is appUed to a foil 
(SECTIONS 0035-0038). 
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In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific additive compound not including lithium and not coating 
with the additive compound of the JP'813 publication in the positive active material of Amatucci 
et al as the IP'813 publication teaches that such additive compound provides a positive active 
material network structure with improved load and capacity characteristics; and excellent 
charging/discharging cycle-ability. 

Double Patenting 

1 1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public pohcy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

12. Claims 1-2, 5, 10-11 and 13 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3, 11 and 15 of U.S. 
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Patent No. 6797435 in view of Amatucci et al 5705291. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the following reasons: 
The '435 patent claims the following (CLAIMS 1-3, 1 1 and 15): 

':':'>hatKj*y;cpmpmih^ 
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In this case, the application claims are broader or more generic than the patent claims, 
thus, the application claims are anticipated by the patent claims. Accordingly, a broad 
limitation/range is anticipated by a narrow limitation/range which lies within the broad 
limitation. In re Goodman, 

The '435 patent claims a positive active material as described above. However, the '435 
patent does not expressly claim the specific weight percent of the additive compound. 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising an additive compound including a hydroxide (CLAIMS 1 and 6/ COL 2, 
lines 5-25). It is noted that such coating compositions represent additive compounds, that is, 
compounds added to, included to or incorporated into the positive active material. It is disclosed 
that such additive compound can be added in an amount ranging from 0.4 to 1.0 % by weight 
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(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of the borate powder 
(EXAMPLE 3) (^emphasis added). 

In spite of these disclosures, it would have been obvious to one skilled in the art at the 
time the invention was made to use the specific weight percent of the additive compound of 
Amatucci et al in the positive active material of the *435 patent as the Amatucci et al disclose 
that positive active materials having such additive weight percent exhibit improved cycle 
capacity and electrochemical performance. Furthermore, Amatucci et al directly teach the use of 
additive compound within the claimed range; and with sufficient specificity. 

13. Claims 1-2, 5, 10-1 1 and 13 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-5 and 12-17 of U.S. 
Patent No. 6753 111. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 

The ' 1 1 1 patent claims the following (CLAIMS 1-5 and 12-17): 
; :::jL::A;'p0$itt^^ 
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In this case, the application claims are broader or more generic than the patent claims, 
thus, the appUcation claims are anticipated by the patent claims. Accordingly, a broad 
limitation/range is anticipated by a narrow limitation/range which lies within the broad 
limitation. In re Goodman. It is also noted that the specific weight percent of the additive 
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compound is an obvious variation of the claimed invention in the 'III patent claims as claims 4- 
5 thereof specifically claims the particular weight percent 



14, Claims 1-2, 5, 10-11 and 13 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-15, 28-30, 
32-35 of copending Application No. 10/189384 {US Patent Application Publication 
2003/0054250). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 

The copending application' 3 84 claims the following (claims 1-15, 28-30, 32-35): 

:;:;:;:|:a:iriia|^ 
:•: i ia <iiJjf^C^^ 

x-x; ;ibg:p^ 
x;: : : ; xin;g^^ 

;X: : :X; 

:;:<i^iuimngxa^ 

. : ; : 3.; ; Itic o | mil ati^iriat • <iX i;:loim : 2, AvUe rei ix <> iiic); ixiatcrik V 
;ei:itiipr Lses! ; ' ilicv ' lit liia tcid; i ; iibiteirc » 1a i uiii '. ■ Ico (»fioxt i)<cl '. ; '. 1 H at • '. is- '. 
^elected; frbrii ; f he igrbuiV ct^oWl^tiiig^ '■ of a; '• UihiuitV-OorVi Aiaing ; 
metal! oxide.;! -a ! ;li!thiumrcc>nia ; ybjileo^chiijir! ;(;;f.inipotiii(l;! • 

;and;-a; curbo 

! ! ! f*.* ! T^»*r- !** " ""^A^r'^ • V^'* !*^» • .Y^toiciTS^iii -^^^ r'cria} ! 

•cpmpriscs; ! the ! ; ( itKikrcd ; !fnief>;ail a i to n ! icbmjppiVnlrJ ; ! Hiat !» t! ; 
: Wast! one ! *;c I cclccj ! fio m ! the ! jjitoup ! c<ih.si5;Vj!rijj ! ot." ! a ! )trKiiJ!it>! • 
coaipoif niO ; !wi tli ! tlic !fbllowiTiii foi itrulas ! ( 1 ) !to (; i 3> : !!!!!!! 



Application/Control Number: 10/092,300 
Art Unit: 1745 



Page 21 



•^iblihued: 



|:|x:::::x|x;:M:;is:;ai.;:^ 
;:::;>xox|xcarth;«^i 

:Jx":;:;X;X;:;:o:coiK^^^ :-x':-;';':-:"::: 
X X ; X > : : : ; : : :X: i.s ; ait : knst brie ; : itt^ilV^fit ■ sidt<:t<4- ; toiw ■ : the : : ^rxSuir • : 

: : : : 5^^ 
: ; :■: : ekmenJ-is:?^^ 

x ::;:::;:;<»;; : 1 1i : ict iy c Tnisti&ria f : of : cl*)irri :5, vyiiiJiirbi i> • ifc • Vt>8t i ji ja: • : • 
: X : X : : : e iciyicint is least one sicli^ ) TOfn itfe grivup ani.si kti ng^ of : : 

-i^blc: j ; a; : ^>up : iS '■ :cl![;[ncnl : of: : ihc; : Pctipidii;: ^Tiiblc; ; : and- : a x 

: : : x7; ■•J^ 

: : : : : - cJc tiien i : v> at it ast one seiectcii f r< im: the si^oup coasi.siifiii- o}^. : 

;:;:;::::::Mg>;AI;;Co;;K^ 

x|.;X;:rt;:a)mhinajK^^^^ 

X ; ?r : -fti^! : aictiy^ • ai aicml: o£ : cla im : 1 < : whcf ein ■ the: cpatihgV : • : 
: X : X : efemisut^jpii ta^^^ c6m ppu ntl has cith<?r a« aniplrph^^ a • : ; 
X • X ■ : • :<;n^t*i]iin^ • ft^^ 
:!^^^ 

: |: ; : ■ X |:?^i<1 ; jiuTfeo: rfea^^ : layer is' ;'l • to: 3iX>' tihi : ■ x ■ x : : : : x : ; : : : ■ 
• : ; X : X ; : • : : J 6: 'the active material of cla ini • 9 ; wherein: a :tliickij;css of : ; : 
;:::: :saki suxfaccrtrcatmcnr :! a v^^^ 



: : 11 ; 11)^ i^ctiv*^: ; tnaier kl of daiin i^: y^reitl ; iiii n^nlount 
the coatijig cl^ 

:m^temIX::":>xXx:;:x 
: : : :i2: The acliye^ m 

: ic)J- tlic opaling ele raeni is 0XK}1 to 2^^j> hy we iglit; of tlic actiyc 

X ; : 15: sflie acli ve- Iwite n iil i[>f -cl aim i; wherein th^-cpxuiticl ■ : ■ 
:agcnt; is : at: ilea^ 

: cbnsisiing; :of a;carbpn-b«i>^ • cpnducuy c agent ,• a; : grapliile v : ; : 
: bi^:6c>ild^^^^ '^tii^ a: iJletal -bi^ed: it>ondu c ti ye :ig^rt t;; and : : 
:a:itm):iiiilj^ 

: ; X : :14: • : lliii: -actiyc : iriiaten al: ofcclaim :1 ,: v(h<?n?in: aii: >in^^oiLi!i^l •6(:-:\ 
ih^ conditcliv^; \ a^nt : is ; 0,5 ; to ; 10%, !>y ; we igh I oif : :i lie : aciiyje : | : 

xixlS^Thc :aetiye ;mhiLcdaI;pi: 

: pt thiei : wnduCtiV'^ : ag<^'iii • i.^; i.; to ; 5%: bjr" :vyicj.^g)it.- jcli' - -tiiie' '■ aiiti.yiisi 
■)iriaiemi":-x-x-:-::x^ 



Application/Control Number: 10/092,300 
Art Unit: 1745 

: : : . V 2iJ . A"; acUy c; li) at cf ia) ^.foi: :a bat tciy • Pi^WAwisiiigr 

j : X * : a nia ic rial th nr has. "aj ^^ce'aaic! tjxai ai^deii^oies: iwYtisiWc; X J: j 
; : ckcirocl^ -ijikl i : : :; : • : j:; : ; 

: ' : X y a * surface! :iix;at mcot; layer ' on : the; surfoocv : tbc : la ycf ::coin«; X : ; 

■ : X : ■ : jp;rising : a* cijikJiicTivo: a ytJiit ; itiui ; ail- Al ^^ij iHiniitg' com-: : X 
: ; X • X ; : :i>c>ubd; • seicctt:^ • : froni ihc : jg^'^^p : conjiii>Uug of an : Al- : : x 
X X : X djutaifuiii g: .by tii\>xiUk>.; aa Airco ri i dininj^ oxyh y droxiUei : : X 
X ; . ; ■ ; X » ji : ; ! AXkxyfxXa. i ning; : < >xycarfxina ta^ »n > Alni-ottt a i ning: : : 

x : ": l^y*'i*!xycai* 
y : ■ X 29; :Aii; sidiiyni: matcriiiil for .a ■ iSattco^ : cpmprisiug: : ' x x x X • x ■ 

• : • X ■ : a :ni aicricil th ai ha3: a; surface- iiti' ihai-URdcriis^ jci^ycraiblcj : -x J 
: ; : x : cicciwchem j^^^^ ;i r.K'tnrrccJact'kHi^ 

; X X ;ji : su T f y t- cf ■ : i rcui niy hi ; (aye r ^ cin ^ lb c ; »u r faiTt ; ihc : jay c r :*x>m-; i ; X ; 
; : - X X ;rrl5.uVg : > : coiiciyictiyc: ngjcii; r.: ; m6 ; a ; BTCOiVtaixung '• ;com-; ; x 
1^^"^^^ .sct<x:i*ed IVi^rn Iho :g,Hmjpf ^xmnsiihg^ :Qf •' a: B.-cpn-x- : ■ 
x ; X ; X • : taiaiag : ■ liydr Qxide." : • ax BHccmalni'figx ^ : ■ a: ■ ; - X 

X X X : i Vrct>ni ain in)* ; oxycai4M>i;mle ;^ a : • iWori rai iii 114^ : liydifijcy:-*: • : X 
; X X Xcarb^ 

: . : ■ : 30:.' Aii actiyc; jLiiatqr.ial :.lV>r ;a : Kat wi^^ :compi^^ X X X : X X 

• : ; - : ■ : a [ixiatc^n.al tUat- h as; a' sii rf aqe- a ntV th at. uttdcr goe.s; re ytvsi blc : : ; • 
xxleciroi^iem joxidalion^i^idua ; ireictioiis; and | : • : ; x • ; • : | 

;X ■ : ; : it ! sii fiVicc' f fca tili c ut ; 1 a ycr coa tcij oil tliip; isii rfacc,; wherein; ! ; ! ! ; 
: ■ : X X : Xr3 id oda icii niatcf ial is ; pfciVai;cjci : by 'a; 'maihfid icpmpris-; 

x : iinij^x x-:-:"x-x^ 

: : X ".^ ^^^^^ : : S*^**' crrrt<;«( so urcc: : ■ x 

X ; X ; X |a» a sttiycnt; sek-clwife^m the grolip iCHimsisti rig Of. w'a lerj! • X ; 
• X ■ X • : ■ : "PTKanf 9 : "Jwiybnt,; iadd '. ;8 : -mi^lnf re ^ thereof : -to ; prepajr^ : ; aX ; X 
■; X : X : X coating 

: : : ■ : add iog: said : hia itsriat : ■ la ; ihif.; :boaimg, • lu|utct :tD: ■ coat; Raid- : x • 

;X;;;X;: ;matc.rtal;:aiKl:;X 

: ! ;X : : drying the coa tjcd maic ri : lei foirm; \ he! 5mri*aip<^^ I : X 

: • X : ; X ^^y*:'"; <?oiitp Hilng :th<:. coudvciiv*; :ijgcat; : a/id at ; Wa^i; o«« X X 
: ■ : ■ : ■ X : ■ : ci>ari ag-cicmc iHs^r^niafn in ;ix)irnpo^>nd : : ^teicctcd : X X 
: • X : X : Sf ^PVP: ■ <^itsist ia^- :of - a ■ coatiagHclc mcnt -icootaimi^ • X ■ : 
X : : : ; : hydroKidc , : a ; coaiing-clieiiicntroo^ uiri jii:^ \ : r>x)iiydrox\ OX 
: ; : x x. uXci a c«atmg.*ifclcmc is; ici^jai^: • : ; : • : 

•x-x*x'bi>ts-:ib^ 



X ; - 32 : Ar a' « Icctrod^r i\yr iisc ; ixv ; ii ;ba itjeryy. w/jij^riM : : : ■ x • x ■ ; • 

|x : f>cii.y<5; maiermi ; co^**;*^! • wi iti • a • Aayetv : ih^i- 1 tiyk't com i>ri« 
; X : x ixij^ ; : a : ; cfc> rid » cj r/e: ; : ii t»i>fii : • mj : • a ix jAf««»f : • :<>qc; | coraj^o imti • 
*:*r'';*:4 1-*"^'^:^ : • i^} 9: • W • f : •^j'^': - ^ ■ <^*<->«i tiji^-^le 

;X X ; : mcittrwii I o inf.ng HydroKuic , ivf M ^:*:''r**^'A(h^?*f^^ : 
: X : : X ; ing ; pxyhydroxide^ ; a : coa tiiig-ete iiieat-H^ ■ pxy^; 

: X x^ caxboniuc : x : x xa X ; X : : p6a.ting-clcm^ : 
hyS'^ iy> j?>'ca ii^yh ; and • a; '■ mixi\ix<i ; 'Uicrcpf; : ■ : :, ; : x x ' ;•: ■ x ■ : 

^^^^i^*. ■ v<> : rba't«srial: iij ;c6atcci: 00' : isaicf' : cwrrori t : 
:;:;:33>:;A:bati^^ 

; : ; : a; ; : ixtfA ; ; « lfjctr<Ktc! :cf>mprls;tr>j> ; « : cuirre ni. cj^> tiitVcior : » hiri • ! ;i : 
X V ; . :cx» al«dl ?3Cli yc '. inatcrixiiy iho tioatcU '. af:tivc iiia a toria 1 icom- ; 

: : : : : p.^'A-^ii)©: *» y*? r m^*v* Vit^lips :^ ^^^^^^}^<^^}^y^: ^s^^h t a ncr at leas i. ; 

: X • X :v<.>mppwTiO selected rfinri ; the. : yjn. mp : pf • a • 

X : X coatiAi r<r^lo•u><^ Wlrcorit airiin<j: - hydmxi de; • ; a ; • c.Qati.oi» ^ lo^ - 
; X X . tVi^Ti iropxtt ai ritf f iTcyliy UrMxific a ;tS>i» rtugrisioVzw jpt t'cV.W h • 

I X • : ; X I f a ini nji^: • : oxycarbona x * x coa tiagTClcinciuHC^ " 
• X ; X ; : I hyicirox j^a^ 

; X ;! a n ; c 1 cciro 1^^^ 

X Xa ; cou n icr ; cltotrotic" spaccti : apail : from ; isaicl iirsr clccf.rod c ; 

: • P^r^I^V^*!*^*^. • : X 9 ?^^d[;i Mori- rc<| uclipn : ; rc aci.ioiiW ; 

: : X ; X ; wil h; said; it/Ht ; clc cl rode; : Ibipti .^h ; tiard ; elccirpl y t<i / ^ x X : >; 
; : • : 34.: • J^ii^- : '■ act ive; - riiattj r ia i- i>f . cia Un. • ::i '/-'w iicrc iff - :iin ; a.y cra.gb ; 
liwti cie: : o (; ; W 

: ■ X ;3^i:;'.T:lK> : active : materia} :of iclaiiiri: -31^ i' -Vhcrciri: ;tbc: avc rag^c ; 
;XKtflici<i:;ivijft^ 
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In this case, the appUcation claims are broader or more generic than the copending 
application' 3 84 claims, thus, the apphcation claims are anticipated by the copending 
application'384claims. Accordingly, a broad Umitation/range is anticipated by a narrow 
limitation/range which Ues within the broad Hmitation. In re Goodman, It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
in the copending application '384 as claims 11-12 and 14-15 thereof specifically claims the 
particular weight percent 

' This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



15. Claims 1-2, 5, 10-1 1 and 13 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-5 and 23-28 
of copending Application No. 10/072923. (US Patent Application Publication 2003/0003352) in 
view of Amatucci et al 5705291. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons: 

The copending application' 923 claims the following (CLAIMS 1-5 and 23-28): 

: xlK A pc)s^ 

; J : . : : :si- : p<)iuliy | :5»ciiV V? : ■ itiwtur iai ; iaycir> Lx>n Iv^ ; on ; j^oid ; ' c urrciriii; ; : ; • 
: : ; ; ; : : : : : cseiUeciieir^ :.said picx^ti^^^^ : active :mat«niii i&ly&r. compviiiug : • : ; 
■;:x;:;xa;:positiye::^^^ : y 

; : ; :a s u > f act^^ txeam^^ at; iay c r on :?iiutj positive: act ivc ■ nia leiia I : • : 
. : : . ; . ; : : I ay er,^ siiid ; siUd ace tr calf jAicfii : -layer ; icic> ixi prtisuV^ • a ■ c<>a> ■ : • : • 
x :;! : :pound -ficlccied .fern : 
: ■ : • ; I : • : ■ : elemcht-ino Hided : ; hyd rox^ide , : :ii : ■ : cokl iii i^^ele mcntrin r ; • 
: : : : : : : : : : : chidcci : : ; : p xy hyd rc) x idc; ■ : : a : : • cx tinjg-e ibm*^ nt-i nci udiid ; ■ : • 
;X : ; X ; oxy carlxSfia 1 1 ,^ a coalii fig,-ij ie«|e o t -: i hclud<j<l; liydioxy ca ir-; • x 

2 . ' Fhti : po&it iy e ; c 1 c eittidc; : iyccb rd ipg ■ iq \^h\im. ■ 1 i • whc r<j i n X • 
; said ■ posil iY«C; acfiyc • ni a t cri n 1 :co mpriscs a : iii hiat^d cobiipcVu nid x 
: sciccCcdx frbrii : tiSc ■ : group ; : ccmsisliMg of ; wtnppVmd^: '■ ixjprcr x : 
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: I/;m«i!;MvA;:-^><^':-:'^ 

.:ii,Nfj:;:M;>>j.:^x;: :::>:::::x:x:::(ii<)::: 
xiii^vij ^vf^'?>^>^*Sv X ' X ■ X 

• • i A^N > j X ^/OyM^ j,X X X ; ■ ;X 

•: i-^*Nii.iiMKyM^A^ x ; :'x : x-x-:-x'C^ 



:;Whefem:;:;;;X 

X :M is: one c J emen i* sclcctcjii 13r6m ■ the groii p cot isisii lig- of Al'; • : 
: X : X : X : Ni, ; Co, : Mo;' *Cr,; ite; Mgi^ Sr, V; iintiJ -x ai;^ : e anh rrii e^titsii • : 

X : X A is ;5^i ie ctbd f roinri; tlic:; .^t6 ujv :<ix) ttsi^Jiig ; of; O,- : F, : S, : aiiti: -ft : ■ 

■x-x-x-ibU:-X'X-:'>^ 



X ; x |X ; iisi J >sel«sct^ 

: ; > xX I iiiel pojfcii 1 y^: |elec ii^e : acoj^itig^ : to : ci ai rii : i ■ : wht^rem '■ : 
; - said- ; surf acc '^iiciilm a; ■ cxjating^^^ '■ 

; - selfbctect Troiri' the" g^ijp cotisisting,: of; Jvlgi! A :<?o» ; N Ca; : • 

: [ said; sur:i¥ce:-Lrc uim^ | i^X^f : : i-<>rn*S*i : V*>^ M W : : PP^^t ^ : 
; : tiyc : acjiiivc ; mat^fiai: layer ; with: ; a ; cba'tiii^ Jiqtiicjl ; 
; X : X5, : -l; he; :posi tiyc: electrode : accoixiin :ti>: : clalTT) ■ 14 ! Wht:i;<:irt • : 
:■ the -coaimg proccj^ a |djp|>ing mcifc^ 



: : : 1 23 . A positiy^ |clc;9tjr0iJe: itor : a recitiafgeable: jlithiiim :battery,| : • 

;:ouriipfi5iinj5X :■:•::■:•:■:■:•:■:■:■:•:■:■:•:■:':•::■:■:•:■ 

; X : Xa; : cn4 rren t : CO 

:;;;:;:;a: |:posi tiye: ■ :act iye :• materiit ^ cu rren i: : ; 

: j : : : j : fX c6i l^OtOry :sa id : pOj^itjiVis: l^btiyel -tiiaieriai I Ifi yfcr: COmp rising • ; 

ii': p.osiLiy c: ; : actiy © : : ;matbri al : ; :sc:Iected vjirOm ; :lhe: ; ^^rciup! ; ; 
: ■ : X : : X consisting f ; :lii hiuxn;rPoba:lt : '■ ; chalcog^ iu'de:, : '■ ; lithium-:: ; : 
;::■:;:;:;:; maQ^dbiese ;:chn Icbgehidie; :iithium ^nickel: : chalcogeiiide : • 
;! V X ; ! : ; and! ; 1 i Lhi lini .-n:i ckb 1 4m an g anc : ch a jccVi^e n i db; : and : : : : : : 

: : : : : : : :a: surface rtrc^(xxiciit: iayc r on said : positive : active : in aterial : : 
:-:■::::•: layer, : said: • surface : • ire atnieht ■ :layef ; cbmjp rising a- ;c6m:-: • : 



::::•: PP.V i?d; jseiciLUisd :f rcmi the ; s^up:cphsis of. a coating-: : ; : 
::::•: elcnient^mcluded: '■ : hydroxide^ : • a : : coaung-element-in- : : : : 
.:::::::: ;clwded : : : pxyhydrbxi de, : a : ; : oba t iii^treleme^^ : : : : 

y\y[\- :oxy cadwtt^^ ■ a : coatiog-ciement^tnj^^ '■ hi^r bxycai:-: 
:::;::: x :bbhatc ,: :aiid: :a: aii.^^ 

: : ; : : :\y He rein ; tlie ;cbat ihgr^ieriien isi\ ofsis : of : :/\i: :and: :BX ::;:;:•:;:;::;:;: ; 
: : : ; : -24 t j -ckcttiixie: for a: yechargeabl^ Jit iiitim: ba tteiry^: : ■ : 

::::::a:cuTrcut:cb 

: : :iV : jPP-*i(|ve : aci iye: maicria ) : layer coj»idd: ; oii. : ;sa k\ : iL'iirrisiit : • ; 
:::::: ctxllcclor,: said posiiiye: ac live niatenal iaycrcotnpns^ ; : : : 

::;::;::: :a : l;iCoOij:ppS;it^ 

: : ; : a : sui fa ce t trc atnicat ; lay e r disj7t:)sed; bii sfi id : posiii ve active: : : 
: : : : : : : : : : :rii n le rii^ 1 ; iayciv id : surface ; tr uue li r,: I ayer :cbri\prisi bg ; : ; : 
: : : : : a : co m]5pund ; :sclectc d ; : irorii • iii^ • :group • cp nsisting :6f ; : a; : : ■ 
:■:::::: : • ct>ating;^t; l^^^V j^* ^f^^^^^*^*^. • : : i^^^> ■ ^ : wating-iclc:-: : : : : 
::::;;:: jjjent:inc1ud<id : : :p xy b ydcjox idev : : a : ; :c tia tirig-eieme nt rinv ; : ; : 
•:■::;:• : eluded • : ; : -oxycarbo na te ; : • ; a • : x coad tigj-e Ieniem>it}ciiuded x • 
:::•::■ :hydrpxyca ri^pna ; :aud a : mixUire • ther epi\ ;: ::x:: : ::::::::::: x ; 

Ixlwhcfcin.ihj^ 
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'a\ hrsi : clcctrcxf c ; ioqmprifnn^ : ;a>layer: :pf ; a :ii thiVtc^l; -f^m^: '.y 
X : •> }><^?UiT^ coaic^ MiiTaoe treat f.iVcut layei^ :ihc surface y 

;:•:*:•! • ire aimc ri I : I a ycr : bn>mprii5i hg : o iic. • p f • a • co aiin g-ic Icrnc ht ; ■ : 

iricludeci : hydroxide, ; a : cbatiri g^lenicntyi oicluded ■ : bxy-: >: 
: : . : : ; hy d roxide ; : a. coal mg-<;len.icn i- inc lud oxycarbbna Iti, a : : 

99.*>ipS"^l^?P^PV:ip<^^^^ ■ : • hydroisycfi^ te; : .ai hdx • i ; : ■ : 
•x-:jx>Mixhirc; thcreo i :;:::;:;:;::;:;:::::;:;:::::;:;:::;:;:;:- : : : : ; x : : 

O : ;.«. ■ >s<?c*?nd • clccrniSide; ; wniprising:. ift. ^ ;izi aicriai ; to ; >ey«rsU>iy ; X 
: ■ : : : iiitercala ie; li ihiirm^ 

•: ;:• a scparaior add; an clccimly tc :dii»i>ci be twecn -saitl firsi; x • 

•.'.yy.itpiX-SCCak^^ 

: : ; ! : 26 . 'The : Ulhiv in '. ba ttcry !of clj^ini : 25 i : wherein; .'tiib; 'caati ! ; : ; 
ele meni comprise si pi« :pl; iM^j;; Al^' :tr6>: K,; INa"; ! Ca';! Sii: 'i'ii! V,; X ; 
Sri, ^Ge; ; ii,: >V*»: ■ 

X : 27 .; : ITic • I i thiuni • bat tcry o f clai ai :25 , • vvlicrc in • ttic; surface: : ■ : 
tT^aiiM ieri I; J aycr h sis a- thickness of :iit: or be t we eii J 1 • ajud : ;l 00 ; x 
nm;: : : : : ; : : :-:-: ;-:-:-; : ;-x ; :-x-x';o 



: X :28; ; The^ .li thiuiti ; battery : of.: ;c laari : 25 wherein ; said ; first ; '■ \ 
\ clectrja^lc; is -pircparcclj iti: accwdaficc^ .with a '■ method '• coitipruir : ■ : 

i^^iiii-i^i'x^i-x^ri^x 

: X : I f e ntirig; a: cy rr e ni ccjllccior,; Svliiclr is ; wa ted w itli^ a; iaycr <*X. ■ ! • 
: : ; : : a; posi^^ 

: ; X ; X ; : coating; iiqii iit con*Pri?H one; of ;a :cpat irig clemc lit: aiid: ; : ; 
waiingi^jic'm : cxixiipouiid;: .i^^^ : x x : x : x x : x 

; X ; :dr>a i^: thti : ixk oteti icurr^nii • coliector; jio; |iCo^^ : (be;: siuirifaoej : : : 
;!;X;X;ijrcalme:ni layer comprisins' one -of :th<;>; w 
; X X ; : irjclijcfcd; hydroxide^: the: cf^aUiig-eje^Tjeiit-r^ji^^ : : : 

: ; : : : X hydroxide>: ihe coaUng-ele me inciiided :uxycar66Qai«;v : ; : 
• X : : - : - : : : '9V^Hi?87<^i<r n^^i^i^il^f^'i^ui^cd: :tiy:droxycarbon^^^ and ; aX ; 
V mixture: : ibeceo 



In this case, the application claims are broader or more generic than the copending 
apphcation'923 claims, thus, the application claims are anticipated by the copending 
application' 923 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. 

The copending application'923 claims a positive active material as described above. 
However, the copending application' 923 does not expressly claim the specific weight percent of 
the additive compoxmd. 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising an additive compound including a hydroxide (CLAIMS 1 and 6/ COL 2, 
lines 5-25). // is noted that such coating compositions represent additive compounds, that is, 
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compounds added to, included to or incorporated into the positive active material It is disclosed 
that such additive compound can be added in an amount ranging from 0.4 to 1.0 % by weight 
(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of the borate powder 
(EXAMPLE 3) (^emphasis added). 

In spite of these disclosures, it would have been obvious to one skilled in the art at the 
time the invention was made to use the specific weight percent of the additive compound of 
Amatucci et al in the positive active material of the copending application' 923 as the Amatucci 
et al disclose that positive active materials having such additive weight percent exhibit improved 
cycle capacity and electrochemical performance. Furthermore, Amatucci et al directly teach the 
use of additive compound within the claimed range; and with sufficient specificity. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

16. Claims 1-2, 5, 10-11 and 13 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-10 and 25-37 
of copending Application No. 09/897445 (US Patent Application Publication 2002/0071990), 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 

The copending application'445 claims the following (CLAIMS 1-10 and 25-37): 

: : : . 1 •: a : p<)sii|vc • ;aciiy :uiatc<ia \ : for ■ «: -rcctya'rg,caf:>ie: :.u iiitii rn :;■:::•:*: 



. : ; : ; : cqi>j c6m^^ a t ast ; one lithijateld ;i»mp6utid; : bml y.\ 

X : : : > inta ; layjcjr ; oh ; tiw; icort ;com pnsipg : at ;ie swt : ; 

X ; i ; : ; ; oric ;cc)a {} rig hi alcrial sclecitad 'f wnV the grtntp cqiisistitig ; ; 
! V ! : ; ; of; ct»a.ii ng : clemctiJ; '. inclitd^sd ; hj^/oxiclc;*;; : oiybjrdrr* x- : ; 
: ; ;. : : ; 'icics; oxycarbt>naicvS ; hy Unixycirik^n^ ! aiid :a • liiijctuure : • 

v.;! x thereof. ' ' : • 'i^ 

: • : ; 2 . : 'J "he; • positive; active • aiateirio I- ;of • ;claim; • 1; • wWrein • the : • 
; liibiiatcd. compound, ib at ; ic »st :oac' litliiatccl- ;cc>i3np6uQd ;rcp^ ; ■ 
; riiscnicd by -ife ;iV>T 
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■y. '^^^^^ 

:'NV^hcfe>:':':-;-^^ 



cbiisisiiht^ of Al, Ni, • Co: '. Cr, i'e;, Nijg; ' Sr, V^: Scv V, I La;," ! • 

: : : : : c*^; Pr; NU; i»hi^^ 

: : : : i ru; /^^ 

M*. xi?>' > vie <> si ; 'ivfjc ; cicTijcnl ■ ; 'jsiciccit^ci ; '. Vfbri} '■ ; '■ ihc ; ! i^ixiup ; • ; 

•;-:':v;-piv:Ni:Fi«i,'S 
::::;.:::::;V:;::i:ft,:i*»i::Uv 



X ; : ; :X : is : skik^cicd ;£h:«m; the isc^ttp. coaii^titig pi! : V, ; S; a dd Px x ■ ; 
X ! x3: ; : -Hic^ : p<i$;itiyc- a.<kvy<i ; iniatcriiij: ; cii: ; ^aini ; i I; : wiicrti in ; '.iH6 ; i ; 
: coii liiiii^ cicni fi lit ; bf tiic cpailiig' ih&iifrial; ife; sidiubk: -tif^aififc: ; ! ; 

; ■ > x4i ; • -nittv jposll i yc ; aci iyc Imai trial oi cJ iiini 1 3 : w liert fn ; ih*5 
; ccia ti »g : : clciii cri < - : of ; • tUc ; coo U lijg : ni« tcf ial ! is ! r *i ca oiic > 
; cicmcul '. scl ckiicii lVt«u iHc ^rWiip cansisii n ^ o T Mji^; Al> Co* 
: ii, :Na, : Ca; ; siv 'hy s a;.; ;y; oc;, ; G a,; a&, ; Zr,: add ; a: mixtii re ; : ; 

; ihiSJubUv ix -x i : ■ X 

! X ! 5X 'ITie: ; jpositiyie; : ;acltiyc ; iiiiatcHa t ; of ; claini; : 1; ' where in ; *Thc ; ' ; 
; coatiiVg ; matcriiai '■ has : ampoiHhfo or: cri>tail ijac: 
X x6 X 'Xhis p<>sii I J yd : act iy<i ! irjiixX t: r iai V ol' cJ aini /l; >y iicre in > i He x 
; siiirlaci; - liir^a tiucti t layer ha si a : tjiicii^ness: i " : IItc, r?*^^.^ P.f ^^-i 

;:ip:36p«mx:xXx.:^ 

X : : ;7X ;lljte: ; jpoaijliye; : hci.xyv \ inaJcrial ; o.C; claim; '. (V '■ Sv IVct tnoXUie ; : ; 
: suitaoc^ireatYYiifhi^laycr kak: a fbtckiic'^M: isi'ih» tzn^c of O'.T ^tc^ - : - 

;::|0<>i.uTj:x:x::::'x:::::x:x^ 

; X X<ii : ':I:'hc ; fV V^iifi ye; * ; >na fjenaf ; o f ; cJiiira ; ^ 7 ^ SyherefW ; :th<i ; ; 

fsuj-fftcc^ifeuioicflt layer :has n th^^ 

X : 9: : t'bc ; l>«si'ii yc: acnly c ; ; niatcr lai : of : cUim : w her «fiu tb»\ : 
: coAtcni ; ol': the : coa U«g ; c jcultoi ; x>li- .the ; ;oi*ia lio;^ ; mate f i a j; • is X 
: ;2x 1 6 ; ; U j: ; 2 ; ^Hifctini; ; l>y ; vy ei^it: Hiih^iX \ iyn '. ihii- iwci^^l : I tie X 
: posit »ye • ayliyti 

X ; X iOi! ; Tbc; '. po^i tiyti. ; ^li'iiyc; '. ma fierf isl ; of ; claim ; 9 ; iwher^ii . ;t}3re : ; : 
: coiFncHi : olXt}^ : eJcmcni Vir.rt^^^ 

; 0-CK):i : • uv -Z. ; j|.k:;rLrtint: ; by; iweiijlil : ;E>Ski4cd ; : \\ic :\vtxijgjiii '. pi. the : - : 
!jixjl^iiv<i a6:live;itiai^^ X i-X-; ; ; ! .•.■!-!-! >! !-X-X-:-;-X ! !-. X 

: X • • A; i^V^ Yf?: f>i!^'i|y^ : T^'^ H'^ SVA ■ fPT; • i^; '. irxicha rs*^*^ Wf^; • lil^V^ " i?^ • : : ■ 
;;ijattcfy:co^^ 

; ; : :4- ;*??r^ ; • !4 ¥r\ • ^^^"^ liveid ;cbrript>w h ci; and ; • x 

; : ; ; <iur j^aco^tm ^•.^>^!' :*>«; fj^^f*: Si^'^f l^f !'?^Pr^^^?^"4 ;*v^?* f!*?fi; • : • : 

; : • X ; : X trje men t-: ;ipcluU«jd-hy dro x ; : • x ■ : | x j X | 

: ; : X : |26;: ; J.he ; ^los jiiy e : aciiye : en aterial: ul: claini \ :25 : whtreiii: ibex \ : 
I : ijiiikuitcivi c^.>aip/.nf »U: iis; litt • V>nc :liU»i»t(?ii :ccimip!C>i7U<i' iiiisij^ : 
•:r«sciitcd*bv:!&^ 
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0:>-:;:;:;:i4^M^ 

: : : > : : NIV ; is: at; : : leaisi ; one : leile men t : se lecie d ; f rocti : ■ thit ; ^ir<i\iipr ■ : 

x x : : :C\i, Pr^ N<J, Pm; Sm;^C^ 
;x:X:x;{ui,;:>^.:;TTi,;:pa^^ 

X ; X : ■ X :N (); ; I:^ • My is ki Ikusi: one- element -siefe^ : : ■ 

: X > X > tiie group coiisistiiig: of Ai, C'r, : Mb, ■ Y/t : Mi* , :S • V; Sc> ■ : • 

;:::;:::;::::!vtT,ii^ 
:X:X:X:tbi-;:Mifc:F^ 

: X : A ii^' selixted : friVrh :t ho : groiip :co asisiihg; : of: 0» • F,: S>and :P, | : | 

X;X-:;xmid'x-x-:'"x 

jxjxX|is:swIccl<:^^ 
:;:|:::|27.:]:llie;^y^^ 



X x28i:Tt)c:pos^^^ 

c<>atmg;elcmcnt surface; treatji^^^ is at ieasi- one: ■: 

: ; c feiiieni: 5^ic<:lcd: from : Ib^c : gtx) up cxVnsisiuig M : Ai;| ;€<>:,: ■ : 
: :Ki:JN»;;<:;a^;S]>^:^^^ 
;::tj|pw>l:>::;:::::;x 

;:;:;:;:29'^rfe^ 

: \ COS ling :rnaterial has ; anipq)ho«S: or ciy slalliii^ : iqm; :::::::;:: 
X : 30. Tho ^isitiy 0 i*^*vc material : of icbihi 25 vvh^in^ i h :thc ; 
:c6»llchtaf:t^ 

: ; if 2><}Xy^^. \o S jK^rcent : jby based on}, lh<i i^eigli t : cxf the; ] 

::;pjc)siliy^:i^^^ 

xis 0001 lev l 

::'pp:sitive:;ad^^ 

;: : 32 . A pa-^'iiyc aciivc ; iriati^nal: jfbf iii: :£t;i^h^£^ci^bi€; : Ui hiutti; : • 
:' battery- aymjfrt-is^ 

; : X xa : : cote : a>ir\imiit}g : ^ Vii h jum^obal t ■ ; cba Icogcn ldo> iw>m4x 
:;:>;:;x;iii*u^Hn^^^ 

: : ::::i:5fiirfactj4 

;::x;x;:;pf;;iAi<;^^^^ 

:• ; ; :33> IRiic^l^^^ 

: :ci>oiii?ht : of : At of i^iie: surf aC)C?-treai mo : layer : 2x ;( - ; 16 2 : ■ 
; : percent by- weighj; hs.sedl oh ihe- weight: oi; : ihp posiiiye nctiyis: • : 
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::;ifti|aicnil;;:;:^^ 

: ;a care (x>mp 

::;::::;;::::iCih4l|^ 

: : : : : i^Utf^ix^^^^ 

• ■cciiitefif: 

:>matenal;>:;::':.::;^ 

•:-riiat(^naki;:-:V:-:-:::^^ 



In this case, the application claims are broader or more generic than the copending 
application' 445 claims, thus, the application claims are anticipated by the copending 
appUcation'445 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman, It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
in the copending application '445 as claims 9-10, 30-31 and 36-37 thereof specifically claims the 
particular weight percent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



17. Claims 1-2, 5, 10-1 1 and 13 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-10 and 25-37 
of copending Application No. 10/627725 {US Patent Application Publication 2004/0018429), 
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Although the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 

The copending application'725 claims the following (CLAIMS 1-10 and 25-37): 
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In this case, the application claims are broader or more generic than the copending 
application' 725 claims, thus, the appUcation claims are anticipated by the copending 
application'725 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which Ues within the broad Hmitation. In re Goodman. It is also noted that the 



specific weight percent of the additive compound is an obvious variation of the claimed invention 
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in the copending application 725 as claims 9-10, 30-31 and 36-37 thereof specifically claims the 
particular weight percent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

1 8. Applicant's arguments filed 08/12/05 have been considered in their entirety but they are 
unpersuasive. 

19. {new response) The main contention of applicant's arguments is premised on the 
assertion that the primary reference 'Jails to teach or suggest an amorphous additive compound' 
(See amendment of 08/12/05 at page 9, 5*^ fiill paragraph) because "Amatucci discloses using a 
film for coating.,, wherein the suitable materials for such coating film are either in a crystalline 
or glassy form, such as borates or aluminates (column 4, lines 9-15/' (See amendment of 
08/12/05 at page 9, 3"* full paragraph). First of all, the examiner likes to point out that applicants 
have admitted that the prior art of record does use glassy form materials for coating. In this 
regard, appUcants are then respectfully requested to double check and review their assertion, and 
thus, re-evaluate and reconsider their position because those of ordinary skill in the art know that 
a glassy material (glass) stands for any of various amorphous materials formed from a melt by 
cooling to rigidity without crystallization (Refer to Merriam-Webster's, Collegiate Dictionary, 

Edition). Thus, a glassy material does not crystallize, thereby, it does not possess a 
crystalline structure. Simply put, glassy materials are amorphous materials. Hence, appUcant's 
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arguments with respect to the lack of an amorphous additive compound are in error and 
completely inapposite. 

The following responses to arguments were presented in the previous office action and 
are herein maintained for the reasons of record, 

20. Since applicants have overcome the 35 USC 102 rejection, the examiner will only 
address applicants' arguments concerning the 35 USC 103 rejection. In this regard, the principal 
contention of applicant's arguments is premised on the assertion that the prior art of record fails 
to reveal the specific amount (weight percent) of additive compound in the positive electrode. 
However, this assertion is not sufficient to overcome the rejection because the prior art (i.e. 
Amatucci et al'291 and the JP'813 publication) in combination does disclose the use of additive 
compound within the claimed range. Indeed, applicants' attention is particularly directed to 
EXAMPLES 1-3 in the Amatucci et al reference. Those examples clearly show using the 
specific claimed amount of additive compound in the positive electrode. AppHcant is reminded 
that the test for obviousness is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981). 

Therefore, in view of the foregoing teachings, the examiner believes that it is fairly 
reasonable to contend that those of ordinary skill in the art would have sufficient sophistication 
to recognize that the specific additive compound of the JP '8 13 publication may be added by 
using exactly the same amount/percent as disclosed in Amatucci et al'291. Simply put, given that 
Amatucci et al'291 evidently teaches the use of an additive compound within the claimed range, 
the skilled artisan will only need to substitute the JP'813 publication additive in the positive 
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electrode of Amatucci et ar291. Stated somewhat differently, not because Amatucci et ar291 
fail to disclose the specific additive compound (the material) per se . it means that the additive 
compound of the JP'813 pubUcation cannot be added in the same manner and amount as 
Amatucci et al'291 instruct to add their additive compounds, that is to say, nothing in the 
Amatucci et al'291 reference precludes the use of other additive compounds, in particular, the 
additive compounds of the J?'813 publication. Thus, in the event that applicants eventually 
argue that the examiner position is improper, applicant is now advised that showing of 
objective evidence would be necessary to demonstrate that the use of the additive compound of 
the JP '813 publication, when used as taught (i.e. in the same amount/proportion) in Amatucci et 
al '291, would cause detrimental or deleterious damage(s) to the positive active material of 
Amatucci et aV29L Therefore, the burden would be shifted to the applicants to provide such 
objective evidence. 

21 . Applicant's arguments do not comply with 37 CFR 1 . 1 1 1(c) because they do not clearly 
point out the patentable novelty which he or she thinks the claims present in view of the state of 
the art disclosed by the references cited or the objections made. Further, they do not show how 
the amendments avoid such references or objections. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



organization where this application or proceeding is assigned is 571-273-8300. 
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